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— The MAIUNG DATE of this communication appears on the cover sh<sS& beneath the correspondence address— 



. MONTH(S) FROM THE MAILING DATE 



Period! tfoir KejpOy 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE _ 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 
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□ This action is IFONAIL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to Itho metritis is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.Q. 21 3. 
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□ Claim(s) 

^Claim(s) 
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□ The proposed drawing correction, filed on . 



is/are allowed. 

is/are rejected. 

is/are objected to. 
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□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Pn rity under 35 U.S.C. §11119 (aHc3) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9 (aHd)- 
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□ Certified copies of the priority documents have been received. 
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in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
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Restriction to one of the following inventions is required 
under 35 U.S. C. § 121: 

I. Claims 1-13, drawn to a method for dissociating water 
into hydrogen and oxygen, classified in Class 423, subclass 579. 

II. Claims 14-18, drawn to an apparatus for producing 
hydrogen, classified in Class 422, subclass 129. 

The inventions are distinct, each from the other because of 
the following reasons: 

Inventions I and II are related as process and apparatus for 
its practice. The inventions are distinct if it can be shown 
that either: (1) the process as claimed can be practiced by 
another materially different apparatus or by hand, or (2) the 
apparatus as claimed can be used to practice another and 
materially different process. (MPEP § 806.05(e)). In this case 
the process as claimed can be practiced by another and materially 
different apparatus, such as one which does not include a 
solution reservoir in fluid communication with a reaction vessel 
and comprising a movable barrier dividing the reservoir into a 
first compartment and a second compartment. 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classifications, restriction for examination 
purposes as indicated is proper. 
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Because these inventions are distinct for the reasons given 
above and the search required for Group I is not required for 
Group II, and vice versa, restriction for examination purposes as 
indicated is proper. 

During a telephone conversation with Mr. Gray on September 
8, 2003 a provisional election was made with traverse to 
prosecute the invention of Group I, claims 1-13. Affirmation of 
this election must be made by applicant in replying to this 
Office action. Claims 14-18 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to 
a non-elected invention. 

Applicant is reminded that upon the cancellation of claims 
to a non-elected invention, the inventorship must be amended in 
compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must 
be accompanied by a petition under 37 CFR 1.48(b) and by the fee 
required under 3 7 CFR 1.17 (i) . 

The following is a quotation of the appropriate paragraphs 
of 35 U.SiC. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(e) The invention was described in (1) an application 
for patent, published under Section 122 (b) , by another 
filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an 
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application for patent by another filed in the United 
States before the invention by the applicant for 
patent, except that an international application filed 
under the treaty defined in section 351(a) shall have 
the effects for purposes of this subsection of an 
application filed in the United States only if the 
international application designated the United States 
and was published under Article 21(2) of such treaty in 
the English language. 

The following is a quotation of 35 U.S.C. § 103(a) wh:.ch 
forms the basis for all obviousness rejections . set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Claims 1-13 are rejected under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103 fa) as 
obvious over Andersen et al . '360. No distinction is seen 
between the process disclosed by Andersen et al . '360, and that 
recited in applicant's claims. Andersen et al . '360 discloses a 
method for producing hydrogen consisting of reacting aluminum 
with water in the presence of sodium hydroxide, wherein the 
apparatus employed for carrying out the method uses the pressure 
and temperature of the reaction to control the degree of 
immersion of a fuel cartridge in water and consequently to 
control the vigor and duration of the reaction. (See column 2, 
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lines 47-62 and column 3, line 50 - column 4, line 30.) Andersen 
et al. '360 specifically discloses in the paragraph bridging 
columns 3 and 4 that the vigor of the reaction depends upon the 
surface of contact between the aluminum and water, and further 
discloses at column 10, lines 6-41 that the fuel cartridge 
contains aluminum for the reaction. 

Claims 1-13 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. In claim 1, penultimate line, in the 
term "in response to changes therein", it is indefinite as to 
whether "therein" refers to the aqueous liquid, or to the 
temperature and/or pressure. If the term refers to changes in 
the temperature and/or pressure, the term would be redundant 
since the claim already requires that the surface area is 
controlled in response to the temperature and/or pressure. Such 
response could only be made by changes to such temperature and/or 
pressure. 

Chaklader is made of record for disclosing a method for 
generating hydrogen from water, and teaching that the evolution 
of hydrogen gas is dependent on several factors, namely, 
temperature, pH, proportion and particle size of ingredients and 
mixing conditions. 
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Baldwin et al . is made of record for disclosing a catalytic 
alloy that is capable of dissociating water into hydrogen and 
oxygen . 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Wayne A. 
Langel whose telephone number is (703) 308-0248. The examiner 
can normally be reached on Monday through Friday from 8 A.M. to 
3:30 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley Silverman, can 
be reached on (703) 308-3837. . The fax phone number for this 
Group is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-2351. 



WAL : cdc 



September 10, 2003 




